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DETAILED ACTION 

1 . This action is in response to correspondence filed 1 1 April 2008. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-5, 7-14 and 16-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gerszberg et al. (US 6,359,881 B1), hereinafter referred to as 
Gerszberg '881 , in view of Kondo et al. (US 5,936,941 ), hereinafter referred to as 
Kondo, in view of Gerszberg et al. (US 2001/0040621), hereinafter referred to as 
Gerszberg '621. 

4. Regarding claim 1, Gerszberg '881 teaches an information display system, 
comprising: 

a gateway system for converting protocols of an external network and a local 
network for information exchange between the external network and local network (Fig. 

5. item 210, gateway, and col. 13, II. 41-43); 

a plurality of terminals having a display unit and connected to the local network 
wherein each of the plurality of terminals exchanges call setup information with the 
gateway system (Fig. 5, item 210 gateway and item 214 connection manager, and col. 
13, II. 41-50). 
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Gerszberg '881 teaches an information server for receiving and storing 
information transmitted from the external network or local network (fig. 4B item 183 info 
server/DBMS and col. 10, II. 28-34) and the transmission of information to a plurality of 
terminals (Gerszberg '881 , col. 11 , II. 59-61 ) and wherein each of the plurality of 
terminals that is in the on-hook status displays the information transmitted from the 
information server on the display unit (Gerszberg '881 , col. 11 , II. 65-66) and the 
displayed information is at least one of an advertisement, a guide and a bulletin 
(Gerszberg '881 , col. 11, II. 58-62). Gerszberg '881 does not explicitly teach (a) 
"determining a call status of each of the plurality of terminals based on call status 
information included in the call setup information exchanged between each of the 
plurality of terminals" and (b) "transmitting the stored information to each of the plurality 
of terminals during an on-hook status after determining the on-hook status of each of 
the plurality of terminals." 

(a) With respect to call status determination, Gerszberg '881 does not explicitly 
teach these limitations. However, in related art, Kondo teaches the determination of call 
status information from call setup information wherein Kondo teaches wherein a 
communication terminal identifies status information and stores the information at a 
management terminal (col. 8, II. 8-34). The status information is retrieved from call setup 
information that is originally transmitted from a device (col. 8, II. 30-34). One of ordinary 
skill in the art at the time of the applicant's invention would have found it obvious to 
determine call status from call setup information as taught by Kondo. One of ordinary 
skill in the art would have been motivated to combine Kondo with Gerszberg '881 



Application/Control Number: 09/844,821 Page 4 

Art Unit: 2142 

wherein Kondo teaches an efficient management method with respect to a plurality of 
terminals and enables quick maintenance of the communication terminals (col. 1, II. 10- 
16). 

(b) With respect to the transmission of stored information during an on-hook 
status, Gerszberg '881 teaches the transmission of information to the terminal at any 
point in time, therefore it would have been obvious to one of ordinary skill in the art at 
the time of the applicant's invention to enable information to be transmitted to the 
videophone while the videophone is in an on-hook condition. This is taught in the art by 
Gerszberg '621 , wherein Gerszberg teaches a very similar videophone wherein 
information, advertisements, is transmitted to a videophone when it is determined that 
the videophone is not in use (p. 5, para. 0042) and therefore the videophone is in an on- 
hook condition. One of ordinary skill in the art would have been motivated to utilize the 
transmission during an on-hook status wherein Gerszberg teaches that it would have 
been advantageous to push information to a terminal during low use times in the middle 
of the night or when the videophone is not in use at all (Gerszberg '621 , p. 5, para. 
0042). 

5. Regarding claim 2, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein each of the plurality of terminals is one of a PC phone and an Internet phone 
using Internet protocols for data communication (Gerszberg '881 , col. 6, II. 47-50). 

6. Regarding claim 3, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein each of the plurality of terminals includes a memory means for temporarily 
storing the information transmitted from the information server (Gerszberg '881, col. 8, 
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II. 44-52) during the on-hook status (Gerszberg '621 , p. 5, para. 0042) and a control 
means for controlling the storing of the transmitted information in the memory means 
such that the information stored in the memory means is displayed on the display unit 
when the on-hook status is detected (Gerszberg '881 , col. 11 , II. 65-66) and voice 
communication-related information is displayed on the display unit when an off-hook 
status is detected (Gerszberg '881, col. 9, II. 17-27). 

7. Regarding claim 4, Gerszberg '881 , Kondo and Gerszberg '621 teach the system 
wherein the control means in each of the plurality of terminals determines the call status 
of the terminal (Gerszberg '881, col. 11, II. 65-66). 

8. Regarding claim 5, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein the call status is one of the on-hook status and the off-hook status (Gerszberg 
'881 , col. 11 , II. 65-66, A phone is either in active use or not in active use.). 

9. Regarding claim 7, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein the information server comprises a memory means for storing information 
transmitted from the external network (Gerszberg '881, col. 10, II. 28-37) and a control 
means for determining the respective call status of each of the plurality of terminals 
(Gerszberg '621, pg. 5, paragraph 0042). 

10. Regarding claim 8, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein the control means of the information server transmits the information stored in 
the memory means of the information server to each of the plurality of terminals during 
the on-hook status of each of the plurality of terminals (Gerszberg '621 , pg. 5, para. 
0042). 
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1 1 . Regarding claim 9, Gerszberg '881, Kondo and Gerszberg '621 teach the system 
wherein the control means of the information server updates contents of the memory 
means of the information server when new information is received (Gerszberg '881, col. 

12, II. 12-17, delivery of emergency broadcasts.). 

12. Regarding claim 10, Gerszberg '881 teaches an information display system, 
comprising: 

a plurality of terminals having a display unit and connected to the local network 
(Fig. 5, item 210 gateway and item 214 connection manager, and col. 13, II. 41-50). 

Gerszberg '881 teaches an information server for receiving and storing 
information transmitted from the external network or local network (fig. 4B item 183 info 
server/DBMS and col. 10, II. 28-34) and the transmission of information to a plurality of 
terminals (Gerszberg '881 , col. 1 1 , II. 59-61 ) and wherein each of the plurality of 
terminals that is in the on-hook status displays the information transmitted from the 
information server on the display unit (Gerszberg '881 , col. 1 1 , II. 65-66) and the 
displayed information is at least one of an advertisement, a guide and a bulletin 
(Gerszberg '881 , col. 1 1 , II. 58-62). Gerszberg '881 does not explicitly teach (a) 
"determining a call status of each of the plurality of terminals based on call status 
information included in the call setup information exchanged between each of the 
plurality of terminals" and (b) "transmitting the stored information to each of the plurality 
of terminals during an on-hook status after determining the on-hook status of each of 
the plurality of terminals." 
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(a) With respect to call status determination, Gerszberg '881 does not explicitly 
teach these limitations. However, in related art, Kondo teaches the determination of call 
status information from call setup information wherein Kondo teaches wherein a 
communication terminal identifies status information and stores the information at a 
management terminal (col. 8, II. 8-34). The status information is retrieved from call setup 
information that is originally transmitted from a device (col. 8, II. 30-34). One of ordinary 
skill in the art at the time of the applicant's invention would have found it obvious to 
determine call status from call setup information as taught by Kondo. One of ordinary 
skill in the art would have been motivated to combine Kondo with Gerszberg '881 
wherein Kondo teaches an efficient management method with respect to a plurality of 
terminals and enables quick maintenance of the communication terminals (col. 1, II. 10- 
16). 

(b) With respect to the transmission of stored information during an on-hook 
status, Gerszberg '881 teaches the transmission of information to the terminal at any 
point in time, therefore it would have been obvious to one of ordinary skill in the art at 
the time of the applicant's invention to enable information to be transmitted to the 
videophone while the videophone is in an on-hook condition. This is taught in the art by 
Gerszberg '621 , wherein Gerszberg teaches a very similar videophone wherein 
information, advertisements, is transmitted to a videophone when it is determined that 
the videophone is not in use (p. 5, para. 0042) and therefore the videophone is in an on- 
hook condition. One of ordinary skill in the art would have been motivated to utilize the 
transmission during an on-hook status wherein Gerszberg teaches that it would have 
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been advantageous to push information to a terminal during low use times in the middle 
of the night or when the videophone is not in use at all (Gerszberg '621 , p. 5, para. 
0042). 

1 3. Regarding claim 1 1 , Gerszberg '881 , Kondo and Gerszberg '621 teach the 
system wherein each of the plurality of terminals is one of a PC phone and an Internet 
phone using Internet protocols (Gerszberg '881, col. 6, II. 47-50). 

14. Regarding claim 12, Gerszberg '881, Kondo and Gerszberg '621 teach the 
system wherein each of the plurality of terminals includes a memory means for storing 
information transmitted from the information system (Gerszberg '881, Fig. 3B, item 173) 
and a control means for controlling storing of the transmitted information in the memory 
means (Gerszberg '881, Fig. 3B, item 170) such that the information stored in the 
memory means is displayed on the display unit when the on-hook status is detected 
(Gerszberg '881, col. 11, II. 58-62) and voice communication- related information is 
displayed on the display unit when an off-hook status is detected (col. 9, II. 17-21). 

15. Regarding claim 13, Gerszberg '881, Kondo and Gerszberg '621 teach the 
system wherein the control means of each of the plurality of terminals determines the 
call status of the terminal (Gerszberg '881 , col. 1 1 , II. 65-66). 

16. Regarding claim 14, Gerszberg '881, Kondo and Gerszberg '621 teach where in 
the call status is one of the on-hook status and the off-hook status (Gerszberg '881 , col. 
11,11. 65-66, A phone is either in active use or not in active use.). 

17. Regarding claim 16, Gerszberg '881, Kondo and Gerszberg '621 teach the 
system wherein the information system comprises a memory means for storing the 
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information transmitted from the external network (Gerszberg '881, col. 10, II. 28-37) 
and a control means for determining the call status of each of the plurality of terminals 
(Gerszberg '621, pg. 5, paragraph 0042). 

18. Regarding claim 17, Gerszberg '881, Kondo and Gerszberg '621 teach the 
system wherein the control means of the information system transmits the information 
stored in the memory means of the information system to each of the plurality of 
terminals during the on-hook status of each of the plurality of terminals (Gerszberg '621, 
pg. 5, para. 0042). 

19. Regarding claim 18, Gerszberg '881, Kondo and Gerszberg '621 teach the 
system wherein the control means of the information system updates contents of the 
memory means of the information system when new information is received (Gerszberg 
'881, col. 12, II. 12-17, delivery of emergency broadcasts.). 

20. Regarding claim 19, Gerszberg '881 teaches an information display system, 
comprising: 

storing information transmitted from an external network or a local network (fig. 
4B item 183 info server/DBMS and col. 10, II. 28-34). 

Gerszberg '881 teaches an information server for receiving and storing 
information transmitted from the external network or local network (fig. 4B item 183 info 
server/DBMS and col. 10, II. 28-34) and the transmission of information to a plurality of 
terminals (Gerszberg '881 , col. 1 1 , II. 59-61 ) and wherein each of the plurality of 
terminals that is in the on-hook status displays the information transmitted from the 
information server on the display unit (Gerszberg '881 , col. 1 1 , II. 65-66) and the 
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displayed information is at least one of an advertisement, a guide and a bulletin 
(Gerszberg '881 , col. 11, II. 58-62). Gerszberg '881 does not explicitly teach (a) 
"determining a call status of each of the plurality of terminals based on call status 
information included in call setup information transmitted from each of the plurality of 
terminals" and (b) "transmitting the stored information to a plurality of terminals 
connected to the local network during an on-hook status of each of the plurality of 
terminals." 

(a) With respect to call status determination, Gerszberg '881 does not explicitly 
teach these limitations. However, in related art, Kondo teaches the determination of call 
status information from call setup information wherein Kondo teaches wherein a 
communication terminal identifies status information and stores the information at a 
management terminal (col. 8, II. 8-34). The status information is retrieved from call setup 
information that is originally transmitted from a device (col. 8, II. 30-34). One of ordinary 
skill in the art at the time of the applicant's invention would have found it obvious to 
determine call status from call setup information as taught by Kondo. One of ordinary 
skill in the art would have been motivated to combine Kondo with Gerszberg '881 
wherein Kondo teaches an efficient management method with respect to a plurality of 
terminals and enables quick maintenance of the communication terminals (col. 1, II. 10- 
16). 

(b) With respect to the transmission of stored information during an on-hook 
status, Gerszberg '881 teaches the transmission of information to the terminal at any 
point in time, therefore it would have been obvious to one of ordinary skill in the art at 
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the time of the applicant's invention to enable information to be transmitted to the 
videophone while the videophone is in an on-hook condition. This is taught in the art by 
Gerszberg '621 , wherein Gerszberg teaches a very similar videophone wherein 
information, advertisements, is transmitted to a videophone when it is determined that 
the videophone is not in use (p. 5, para. 0042) and therefore the videophone is in an on- 
hook condition. One of ordinary skill in the art would have been motivated to utilize the 
transmission during an on-hook status wherein Gerszberg teaches that it would have 
been advantageous to push information to a terminal during low use times in the middle 
of the night or when the videophone is not in use at all (Gerszberg '621 , p. 5, para. 
0042). 

21 . Regarding claim 20, Gerszberg '881 , Kondo and Gerszberg '621 teach the 
method wherein the stored information is transmitted to each of the plurality of terminals 
based on the call status of a pre-selected one of the plurality of terminals (Gerszberg 
'881, col. 12, II. 12-17, delivery of emergency broadcasts and news bulletins to certain 
users.). 

22. Regarding claim 21, Gerszberg '881, Kondo and Gerszberg '621 teach the 
method wherein displaying the transmitted information comprises: 

storing the received information at each of the plurality of terminals (Gerszberg 
'881, col. 8, II. 44-52); 

determining the call status of each of the plurality of terminals (Gerszberg '621, p. 
5, para. 0042); 
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displaying the stored information on each of the plurality of terminals during the 
on-hook status (Gerszberg '881, col. 11, II. 65-66). 

23. Regarding claim 22, Gerszberg '881, Kondo and Gerszberg '621 teach the 
method further comprising: 

ceasing displaying the stored information and displaying voice communication- 
related information on at least one of the plurality of terminals that assumes an off-hook 
status (Gerszberg '881, col. 9, II. 17-27); and 

re-displaying the stored information when the at least one of the plurality of 
terminals resumes the on-hook status (Gerszberg '881 , col. 1 1 , II. 65-66). 

Response to Arguments 

24. Applicant's arguments filed 1 1 April 2008 have been fully considered but they are 
not persuasive. 

Claims 1-22 rejected under 35 USC 103(a) 

25. With respect to the rejection of claims 1 -22 under 35 USC 1 03(a) as being 
unpatentable over Gerszberg et al. ("Gerszberg '881" US 6,359,881) in view of 
Gerszberg et al. ("Gerszberg '621" US 2001/0040621), applicant argues that (a) the 
videophones of Gerszberg '881 and Gerszberg '621 may be similar in a way as 
asserted by the Examiner, there is at least one significant difference between the 
videophones making it impossible to combine these two references to arrive at the 
presently claimed invention and one of ordinary skill in the art would not look to 
Gerszberg '621 to modify the Gerszberg '881 invention without the benefit of 
impermissible hindsight... (b) Gerszberg '621 discloses contradictory features for the 
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similar videophone as Gerszberg '881 , teaches away from the asserted combination of 
references and, therefore, the combination of Gerszberg '881 and Gerszberg '621 is 
improper and cannot be relied upon to disclose or suggest "the information stored in the 
memory unit is displayed on a display unit of each of the plurality of terminals during the 
on-hook status" as recited in amended independent claims 1 and 10 and "displaying the 
information temporarily stored at each of the plurality of terminals on a display unit of 
each of the plurality of terminals during an on-hook status" as recited in amended 
independent claim 19, (c) Gerszberg '881 and Gerszberg '621 fail to teach "the 
information stored in the memory unit is at least one of an advertisement, a guide and a 
bulletin" as recited in claims 1,10 and 19, (d) 

26. In response to argument (a), the examiner respectfully disagrees. In response to 
applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Gerszberg '881 teaches in 
column 1 1 , lines 59-61 , the transmission of information (i.e. advertisements) to the 
terminal at any point in time. Gerszberg '881 does not explicitly teach the transmission 
at specific points in time (i.e. on-hook condition). In related art, Gerszberg '621 teaches 
on this aspect wherein Gerszberg '621 teaches in paragraph 0042, page 5, a system 
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wherein when a videophone is in an on-hook condition, information (i.e. advertisements) 
can be transmitted to the videophone. The teaching by Gerszberg '621 is deemed an 
obvious variation that can be implemented with the Gerszberg '881 teachings. One of 
ordinary skill in the art would have been motivated to improve the videophone taught by 
Gerszberg '881 with the teaching of Gerszberg '621 wherein it would have been 
advantageous to push information to a terminal during low use times as taught by 
Gerszberg '621 in page 5, paragraph 0042. With respect to the applicant's assumption 
of impermissible hindsight reasoning, the examiner respectfully disagrees. The 
examiner does not rely upon the teachings set forth by the Gerszberg '621 reference 
with respect to how or when advertisements are displayed. The Gerszberg '621 
reference is merely relied upon for when information is transmitted as set forth in the 
above rejection. The examiner therefore does not agree with the applicant's argument 
with respect to impermissible hindsight. Further, applicant's arguments fail to comply 
with 37 CFR 1 .1 1 1 (b) because they amount to a general allegation that the claims 
define a patentable invention without specifically pointing out how the language of the 
claims patentably distinguishes them from the references. 

27. In response to argument (b) the examiner respectfully disagrees. With respect to 
the combination set forth and Gerszberg '621 teaching away, the examiner maintains 
that the rejection is proper because a prior art's mere disclosure of more than one 
alternative does not constitute a teaching away. See MPEP 2141 .02. The sending of 
information to a device in a networked system is deemed an obvious variation in the art 
as set forth by Gerszberg '621 . Gerszberg '621 is not relied upon in the rejection for 
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teaching the aspect of displaying information during an on-hook status. Gerszberg '881 
is relied upon for this aspect wherein Gerszberg '881 teaches in column 1 1 , lines 65-66 
wherein when the videophone is not in use (i.e. on-hook), advertising can be displayed 
to a user and therefore teaches: "displaying of the stored information on the display of 
the terminal when the terminal enters an on-hook status" and "displaying the information 
temporarily stored at each of the plurality of terminals on a display unit of each of the 
plurality of terminals during an on-hook status." 

28. In response to argument (c), the examiner respectfully disagrees. Gerszberg 
teaches in column 8, lines 44-52 the utilization of a memory means to store information 
for display. It is unclear in the computer arts how information could be displayed on a 
unit's display without being stored on a memory in some capacity. The utilization of a 
memory is therefore found to be an inherent aspect of Gerszberg '881 and therefore 
teaches the system wherein each of the plurality of terminals includes a memory means 
for storing information transmitted from the information server. 

29. Applicant's argument, see Remarks, page 12, filed 1 1 April 2008, with respect to 
the rejection(s) of claim(s) 1-22 under 35 USC 103(a) that the cited prior art does not 
teach "determining a call status of each of the plurality of terminals that is based on call 
status information included in the call setup information exchanged between each of the 
plurality of terminals and the gateway system" as recited by independent claim 1 and 
similarly recited by independent claims 10 and 19 has been fully considered and is 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
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consideration, a new ground(s) of rejection is made in view of Gerszberg et al. (US 
6,359,881 B1), Kondo et al. (US 5,936,941) and Gerszberg et al. (US 2001/0040621). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Ailes whose telephone number is (571)272- 
3899. The examiner can normally be reached Monday-Friday, 5:30-8:30AM, 1 :00- 
6:00PM, IFP Hoteling schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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